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REMARKS 

Claims 1-29 were pending. Claims 1-19 are currently canceled. Claims 20-29 directed to a 
method were previously elected in response to the restriction requirement. No claims are currently added 
or canceled. Reconsideration of pending claims 20-29 in light of the above amendments and the 
following remarks is respectfully requested. 

§103 Rejections 

Claim 20 stands rejected under 35 U.S.C. § 103(a) as being unpatentable over U.S. Patent No. 
6,063,088 to Winslow ("Winslow") in view of U.S. Patent No. 6,238,435 to Meulink et al. O'Meulink"). 
Applicants respectfully traverse this rejection on the grounds that these references are defective in 
establishing a prima facie case of obviousness with respect to claim 20. 

As the PTO recognizes in MPEP § 2142: 

... The examiner bears the initial burden of factually supporting any prima facie 
conclusion of obviousness. If the examiner does not produce a prima facie case, the 
applicant is under no obligation to submit evidence of nonobviousness... 

It is submitted that the examiner has not factually supported a prima facie case of obviousness in the 
present case. 

The PTO provides in MPEP §2142: 

...[T]he examiner must step backward in lime and into the shoes worn by the hypothetical 
"person of ordinary skill in the art" when the invention was unknown and just before it 
was made. In view of all factual information, the examiner must then make a 
determination whether the claimed invention "as a whole " would have been obvious at 
that time to that person ... fljinpermissiblc hindsight must be avoided and the legal 
conclusion must be reached on the basis of the facts gleaned from the prior art. 

In the current case, Winslow and Meulink simply do not teach, or even suggest, the desirability of 
the combination of elements recited in claim 20. Independent claim 20 requires, "providing an 
implantation device adjacent to the alignment instrument via a clamp assembly operatively connected to 
the alignment instrument, the implantation device holding the prosthetic device at a distal end thereof." 
In this regard, the Examiner recognized that Winslow fails to disclose a clamp assembly as explicitly 
required by claim 20. However, the Office Action asserts that "Meulink et al. disclose a clamp assembly 
to operatively connect the alignment instrument and implantation device, towards a distal end. . . It would 
have been obvious to one having ordinary skill in the art at the time the invention was made to perform 
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the method of Winslow having at least a clamp assembly in view of Meulink et al. to better orient the 
alignment device relative to the prosthetic device." Applicants respectfully disagree. 

First, Applicants disagree with the characterization of the "L-shaped pivot block 36" of Meulink 
as being a clamp assembly. There is no indication in Meulink that the pivot block 36 is capable of 
clamping onto anything. Rather, "[t]he pivot block 36 is connected to the stationary hangle 22 via a 
connecting link 38 pinned at one end to the pivot block 36 to form a fulcrum 40 and pinned 42 at the other 
end to a mounting ring 44 affixed to the stationary handle 22." The pivot block 36 simply does not clamp 
onto anything. Rather, the pivot block 36 and its fulcrum 40 serve to generate a mechanical advantage for 
the assembly of modular implants. Thus, even when combined Winslow and Meulink fail to teach all of 
the claimed elements of claim 20. Therefore, for at least this reason the Examiner's burden of 
establishing a prima facie case of obviousness has not been met. Applicants respectfully request that the 
§ 1 03(a) rejection of claim 20 be withdrawn. 

Second, there is no motivation for combining the pivot block 36 of Meulink with the method of 
Winslow. The Office Action stated that the motivation would be to "better orient the alignment device 
relative to the prosthetic device." However, the retractor 100 of Winslow includes a longitudinal opening 
or passageway (104) for receiving and guiding the insertion instrument 400. It is unclear how the pivot 
block 36 could be combined with the retractor 100 and its passageway 104 to better orient the alignment 
device to the prosthetic device. Regardless, there is simply no motivation supporting such a combination. 

In this context, the PTO provides in MPEP §2143.01: 

The mere fact that references can be combined or modified does not render the resultant 
combination obvious unless the prior art also suggests the desirability of the 
combination, (emphasis in original) 

The courts have repeatedly held that obviousness cannot be established by combining the teachings of 
prior art references to produce the claimed invention absent some teaching, suggestion, or incentive 
supporting the combination. In the present case, it is clear that neither Winslow nor Meulink contain any 
showing, suggestion, incentive, or motivation for the combination recited in claim 20. The combination 
of Winslow and Meulink arises solely from hindsight based on the currently claimed invention, and not 
based on the teachings of the references. For at least this additional reason the Examiner's burden of 
establishing a prima facie case of obviousness has not been met with respect to independent claim 20. 
Applicants respectfully request that the § 103(a) rejection of claim 20 be withdrawn. 
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Claim 21 stands rejected under 35 U.S.C. § 1 03(a) as being unpatentable over Winslow in view of 
Meulink as applied to claim 20, and further in view of U.S. Patent No. 6,283,966 to Houfburg 
("Houfburg"). Claim 21 depends from and further limits claim 20. As noted above, however, Winslow 
and Meulink are insufficient to support a prima facie case of obviousness with respect to claim 20. 
Houfburg does not affect this deficiency. Thus, for at least the same reasons, even when combined 
Winslow, Meulink, and Houfburg cannot support a § 103(a) rejection of claim 21. Therefore, the 
Examiner's burden of factually supporting a prima facie case of obviousness has clearly not been met, 
and Applicants respectfully request that the § 103(a) rejection of claim 21 be withdrawn. 

Further, claim 21 recites, "wherein aligning the alignment instrument comprises aligning a 
radiographic marker disposed within the alignment instrument via a fluoroscopic machine." However, 
Houfburg does not teach having a radiographic marker disposed within an alignment device. Rather, in 
the portion Houfburg cited by the Office Action, radiographic templating is discussed in the context of 
determining an appropriate implant size. There is simply no disclosure of a radiographic marker being 
disposed within an alignment instrument. Thus, for at least this additional reason the Examiner's burden 
of factually supporting a prima facie case of obviousness has clearly not been met, and Applicants 
respectfully request that the § 103(a) rejection of claim 21 be withdrawn. 

Claim 22 stands rejected under 35 U.S.C. § 103(a) as being unpatentable over Winslow in view of 
Meulink as applied to claim 20, and further in view of U.S. Patent No. 6,302,890 to Leone, Jr. ("Leone"). 
Claim 22 depends from and further limits claim 20. As noted above, however, Winslow and Meulink are 
insufficient to support a prima facie case of obviousness with respect to claim 20. Leone does not affect 
this deficiency. Thus, for at least the same reasons, even when combined Winslow, Meulink, and Leone 
cannot support a § 1 03(a) rejection of claim 22. Therefore, the Examiner's burden of factually supporting 
a prima facie case of obviousness has clearly not been met, and Applicants respectfully request that the 
§ 1 03(a) rejection of claim 22 be withdrawn. 

Claims 23-29 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over Winslow in 
view of Meulink as applied to claim 20, and further in view of U.S. Patent No. 5,643,286 to Warner et al. 
("Warner"). Claims 23-29 depends from and further limit claim 20 either directly or indirectly. As noted 
above, however, Winslow and Meulink are insufficient to support a prima facie case of obviousness with 
respect to claim 20. Warner does not affect this deficiency. Thus, for at least the same reasons, even 
when combined Winslow, Meulink, and Warner cannot support a § 103(a) rejection of claim 22. 
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Therefore, the Examiner's burden of factually supporting a prima facie case of obviousness has clearly 
not been met, and Applicants respectfully request that the § 103(a) rejection of claims 23-29 be 
withdrawn. 
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CONCLUSION 



It is believed that all matters set forth in the Office Action have been addressed, and that all 
pending claims are in condition for allowance. Favorable consideration and an early indication of the 
allowance of the claims are respectfully requested. 

Should the Examiner deem that an interview with Applicants' undersigned attorney would 
expedite consideration of the elected claims, the Examiner is invited to call the undersigned attorney at 
the telephone number indicated below. 




Registration No. 42,044 



Dated: December 21, 2006 
HAYNES AND BOONE, LLP 



901 Main Street, Suite 3100 
Dallas, Texas 75202-3789 
Telephone: 972-739-8635 
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